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1 This action is in response to the communication filed on 1 1/03/2006. 

2 DETAILED ACTION 

3 Continued Examination Under 37 CFR 1.114 

4 A request for continued examination under 37 CFR 1.114, including the fee set forth in 



5 37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 

6 eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1 .17(e) 

7 has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 

8 37 CFR 1.114. Applicant's submission filed on 1 1/03/2007 has been entered. 



9 Response to Arguments 

10 Applicant's arguments with respect to claims 1-26 have been considered and are not 

1 1 found persuasive. 

12 With regards to applicants' argument that Downs and Park did not disclose that the first 



13 control information was added to the blocks before transmitting the data to the receiver, the 

14 examiner does not find the argument persuasive. In response to applicant's argument that the 

15 references fail to show certain features of applicant's invention, it is noted that the features upon 

16 which applicant relies are not recited in the rejected claim(s). Although the claims are 

17 interpreted in light of the specification, limitations from the specification are not read into the 

18 claims. See In re Van Geurn, 988 F.2d 1 181, 26 USPQ2d 1057 (Fed. Cir. 1993). As such the 

19 examiner does not find the argument persuasive. 

20 With regards to applicants' argument that Downs and Park did not disclose that the two 

21 locations are not together or that the content does not include the second control information, the 

22 examiner does not find the argument persuasive. In response to applicant's argument that the 



Application/Control Number: 1 0/066,7 1 3 Page 3 

Art Unit: 2131 



1 references fail to show certain features of applicant's invention, it is noted that the features upon 

2 which applicant relies are not recited in the rejected claim(s). Although the claims are 

3 interpreted in light of the specification, limitations from the specification are not read into the 

4 claims. See In re Van Geuns, 988 F,2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). As such the 

5 examiner does not find the argument persuasive. 

6 Because the examiner does not find the arguments persuasive, the examiner has 

7 maintained the previous prior art rejections. 

8 All rejections and objections not set forth below have been withdrawn. 

9 Claims 1-26 have been examined. 
10 

1 1 Claim Rejections - 35 USC §101 

12 35 U.S.C. 101 reads as follows: 

1 3 Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 

1 4 any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 

1 5 requirements of this title . 

16 

17 Claims 20-24 rejected under 35 U.S.C. 101 because the claimed invention is directed to 



18 non-statutory subject matter. These claims are directed towards "a computer program product", 

19 the scope of which would include a computer program printed on paper. However, a program 

20 printed on paper is just a computer program per se, and therefore is considered non-functional 

21 descriptive material, which is nonstatutory. As such, claims 20-24 are rejected for failing to 

22 meet the statutory subject matter requirements of 3 5 USC 1 0 1 . See MPEP § 2 1 06.0 1 The 

23 examiner suggest the following language: "A computer readable storage medium comprising". 
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1 

2 Claim Rejections - 35 USC §103 

3 The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

4 obviousness rejections set forth in this Office action: 

5 (a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 

6 section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 

7 such that the subject matter as a whole would have been obvious at the time the invention was made to a person 

8 having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 

9 manner in which the invention was made. 

10 

1 1 Claims 1-7, and 9-26 are rejected under 35 U.S. C. 103(a) as being unpatentable over 

12 Downs et al. (US Patent Number 6,226,618) hereinafter referred to as Downs, and further in 

13 view of Park (US Patent Number 5,689,559). 

14 Regarding claim 1, Downs disclosed a content control method for controlling a process 

15 on a receiving side apparatus which is applied to content comprising a plurality of blocks 



16 transmitted from a transmitting side apparatus to the receiving side apparatus (See Downs 

17 Abstract), comprising the steps of: adding first control information to one or more blocks of the 

1 8 content transmitted from the transmitting side apparatus to the receiver side apparatus wherein 

19 said first control information specifies conditions for permitting processes to be applied to the 

20 one or more blocks of content, and wherein the content including the first control information is 

21 stored in a first location of the receiving side apparatus (See Downs Col. 22 Lines 15-20); 

22 receiving a process designation corresponding to the content transmitted from the transmitting 

23 side apparatus to the receiving side apparatus (See Downs Col. 1 1 Lines 40-45); and if 

24 information stored in a receiving side apparatus satisfies the condition specified by the first 

25 control information, applying the process corresponding to process designation to the received 

26 block of the content (See Downs Col. 1 1 Lines 45-48), however, Downs did not disclose 
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1 specifically that second control information was stored in a second location of the receiving side 

2 apparatus and compared with the first for compliance prior to processing the content. However, 

3 Downs did disclose tracking the number of allowed copies of the content (See Downs Col. 20 

4 Lines 41-50), but did not disclose how this was done. 

5 Park teaches a method for tracking the number of copies of content that have been made 

6 by storing the number with the data and later comparing this number with the number of allowed 

7 copies in order to determine whether copying will be permitted (See Park Col. 4 Line 64 - Col. 6 

8 Lines 63). 

9 It would have been obvious to the ordinary person skilled in the art at the time of 

10 invention to employ the teachings of Park in the content protection system of Downs by utilizing 

1 1 the copy counting and control to track the number of permitted copies of the content. This would 

12 have been obvious because the ordinary person skilled in the art would have been motivated to 

13 provide the functionality of tracking the permitted copies of the content as disclosed by Downs. 
14 

15 Regarding claim 9, Downs disclosed a content control system for controlling a process on 

16 a receiving side apparatus which is applied to contents transmitted from a transmitting side 

17 apparatus to the receiving side apparatus (See Downs Abstract), comprising: a control 

18 information adding processor for adding first control information to one or more blocks of 

19 content transmitted from the transmitting side apparatus to the receiving side apparatus wherein 

20 said first control information specifies conditions for permitting processes to be applied to said 

21 one or more blocks of the content, and wherein the content including the first control information 

22 is stored in a first location of the receiving side apparatus (See Downs Col. 22 Lines 15-20); a 
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1 process designation reception processor for receiving a process designation corresponding to the 

2 content transmitted from the transmitting side apparatus to the receiving side apparatus (See 

3 Downs Col. 1 1 Lines 40-45); and a contents control processor for applying a process 

4 corresponding to the process designation to the received one or more blocks of the content, if the 

5 condition specified by the first control information is satisfied (See Downs Col. 1 1 Lines 45-48), 

6 however, Downs did not disclose specifically that second control information was stored in the 

7 receiving side apparatus and compared with the first for compliance prior to processing the 

8 content. However, Downs did disclose tracking the number of allowed copies of the content 

9 (See Downs Col. 20 Lines 41-50), but did not disclose how this was done. 

10 Park teaches a method for tracking the number of copies of content that have been made 

1 1 by storing the number with the data and later comparing this number with the number of allowed 

12 copies in order to determine whether copying will be permitted (See Park Col. 4 Line 64 - Col. 6 

13 Lines 63). 

14 It would have been obvious to the ordinary person skilled in the art at the time of 

15 invention to employ the teachings of Park in the content protection system of Downs by utilizing 

16 the copy counting and control to track the number of permitted copies of the content. This would 

17 have been obvious because the ordinary person skilled in the art would have been motivated to 

18 . provide the functionality of tracking the permitted copies of the content as disclosed by Downs. 

19 Regarding claim 13, Downs disclosed a content transmitting apparatus for transmitting 

20 content from a transmitting side apparatus to a receiving side apparatus(See Downs Abstract), 

21 comprising: a content reading processor for reading one or more blocks of a content transmitted 

22 from the transmitting side apparatus to the receiving side apparatus (See Downs Col. 22 Lines 
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1 15-19 and Col. 21 Lines 30-36); a control information adding processor for adding first control 

2 information to said one or more blocks of the content transmitted from the transmitting side 

3 apparatus to the receiving side apparatus wherein said first control information specifies 

4 conditions for permitting processes to be applied to said one or more blocks of the content, and 

5 wherein the content including the first control information is stored in a first location of the 

6 receiving side apparatus (See Downs Col. 22 Lines 10-15); and a content transmitting processor 

7 for transmitting the block of the content from the transmitting side apparatus to the receiving side 

8 apparatus (See Downs Col. 21 Lines 30-36), wherein said receiving side apparatus applies 

9 processing only if the first control information is satisfied (See Downs Col. 1 1 Lines 45-48), 

10 however, Downs did not disclose specifically that second control information was stored in the 

1 1 receiving side apparatus and compared with the first for compliance prior to processing the 

12 content. However, Downs did disclose tracking the number of allowed copies of the content 

13 (See Downs Col. 20 Lines 41-50), but did not disclose how this was done. 

14 Park teaches a method for tracking the number of copies of content that have been made 

1 5 by storing the number with the data and later comparing this number with the number of allowed 

16 copies in order to determine whether copying will be permitted (See Park Col. 4 Line 64 - Col. 6 

17 Lines 63). 

1 8 It would have been obvious to the ordinary person skilled in the art at the time of 

19 invention to employ the teachings of Park in the content protection system of Downs by utilizing 

20 the copy counting and control to track the number of permitted copies of the content. This would 

21 have been obvious because the ordinary person skilled in the art would have been motivated to 

22 provide the functionality of tracking the permitted copies of the content as disclosed by Downs. 
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1 Regarding claim 16, Downs disclosed a content receiving apparatus for receiving content 

2 transmitted from a transmitting side apparatus to a receiving side apparatus (See Downs 

3 Abstract), comprising: a process designation reception processor for receiving a process 

4 designation corresponding to the content transmitted from the transmitting side apparatus to the 

5 receiving side apparatus (See Downs Col. 1 1 Lines 30-54); a content receipt processor for 

6 receiving one or more blocks of the content transmitted from the transmitting side apparatus to 

7 the receiving side apparatus, wherein first control information for specifying conditions for 

8 permitting a process to be applied to said one or more blocks of the content is added to the block 

9 of content, wherein the content including the first control information is stored in a first location 

10 of the receiving side apparatus (See Downs Col. 22 Lines 15-19); and a content control processor 

11 for applying a process corresponding to the received process designation, a the process 

12 corresponding to the process designation of the received one or more blocks, if the condition 

13 specified by the first control information is satisfied (See Downs Col. 1 1 Lines 43-48), however, 

14 Downs did not disclose specifically that second control information was stored in the receiving 

1 5 side apparatus and compared with the first for compliance prior to processing the content. 

16 However, Downs did disclose tracking the number of allowed copies of the content (See Downs 

17 Col. 20 Lines 41-50), but did not disclose how this was done. 

18 Park teaches a method for tracking the number of copies of content that have been made 

19 by storing the number with the data and later comparing this number with the number of allowed 

20 copies in order to determine whether copying will be permitted (See Park Col. 4 Line 64 - Col. 6 

21 Lines 63). 
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1 



It would have been obvious to the ordinary person skilled in the art at the time of 



2 invention to employ the teachings of Park in the content protection system of Downs by utilizing 

3 the copy counting and control to track the number of permitted copies of the content. This would 

4 have been obvious because the ordinary person skilled in the art would have been motivated to 

5 provide the functionality of tracking the permitted copies of the content as disclosed by Downs. 



7 readable instruction code on a computer usable medium (See Downs Abstract and Col. 6 Lines 

8 37-41), comprising: instruction for reading one or more blocks of content transmitted from the 

9 computer to a receiving side apparatus (See Downs Col. 22 Lines 15-19 and Col. 21 Lines 30- 

10 36); instruction for adding a first control information to said one or more blocks of the content, 

1 1 wherein said first control information specifies conditions for permitting processes to be applied 

12 to the content, and wherein the content including the first control information is stored in a first 

13 location of the receiving side apparatus (See Downs Col. 22 Lines 15-19); and instruction for 

14 transmitting said one or more blocks of the content from the computer to the receiving side 

15 apparatus (See Downs Col. 21 Lines 30-36), wherein a second location of said receiving side 

16 apparatus applies the process to the content if the condition specified by the first control 

17 information is satisfied (See Downs Col. 1 1 Lines 43-48), however, Downs did not disclose 

18 specifically that second control information was stored in the receiving side apparatus and 

19 compared with the first for compliance prior to processing the content. However, Downs did 

20 disclose tracking the number of allowed copies of the content (See Downs Col. 20 Lines 41-50), 

21 but did not disclose how this was done. 



6 



Regarding claim 20, Downs disclosed a computer program product having computer 



Application/Control Number: 10/066,713 Page 10 

Art Unit: 2131 

1 Park teaches a method for tracking the number of copies of content that have been made 

2 by storing the number with the data and later comparing this number with the number of allowed 
• 3 copies in order to determine whether copying will be permitted (See Park Col. 4 Line 64 - Col. 6 

4 Lines 63). 

5 It would have been obvious to the ordinary person skilled in the art at the time of 

6 invention to employ the teachings of Park in the content protection system of Downs by utilizing 

7 the copy counting and control to track the number of permitted copies of the content. This would 

8 have been obvious because the ordinary person skilled in the art would have been motivated to 

9 provide the functionality of tracking the permitted copies of the content as disclosed by Downs. 

10 Regarding claim 22, Downs disclosed a computer program product having computer 

1 1 readable instruction code on a computer usable medium (See Downs Abstract and Col. 6 Lines 

12 37-41), comprising: instruction for receiving a process designation concerning the content 

13 transmitted from a transmitting side apparatus to the computer (See Downs Col. 1 1 Lines 30-54); 

14 instruction for receiving one or more blocks of the content transmitted from the transmitting side 

1 5 apparatus to a first location of the computer wherein said one or more blocks includes first 

16 control information for specifying conditions for permitting processes to be applied to the 

17 content (See Downs Col. 22 Lines 15-19); and corresponding to the received process 

18 designation, the process corresponding to the process designation to the received one or more 

19 blocks of content, if the condition specified by the first control information is satisfied (See 

20 Downs Col. 1 1 Lines 43-48), however, Downs did not disclose specifically that second control 

21 information was stored in the receiving side apparatus and compared with the first for 

22 compliance prior to processing the content. However, Downs did disclose tracking the number 
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1 of allowed copies of the content (See Downs Col. 20 Lines 41-50), but did not disclose how this 

2 was done. 

3 Park teaches a method for tracking the number of copies of content that have been made 

4 by storing the number with the data and later comparing this number with the number of allowed 

5 copies in order to determine whether copying will be permitted (See Park Col. 4 Line 64 - Col. 6 

6 Lines 63). 

7 It would have been obvious to the ordinary person skilled in the art at the time of 

8 invention to employ the teachings of Park in the content protection system of Downs by utilizing 

9 the copy counting and control to track the number of permitted copies of the content. This would 

10 have been obvious because the ordinary person skilled in the art would have been motivated to 

1 1 provide the functionality of tracking the permitted copies of the content as disclosed by Downs. 

12 Regarding claims 2, 10, 14, and 17, Downs and Park disclosed that as the process 

13 corresponding to the process designation, reproduction of the content, copy of the content, 

14 storage in a non-processible area, storage a processible area, display of attendant data 

15 accompanying the content, selection of an apparatus for transmission of the content, or bi- 

16 directional communication between the transmitting side apparatus and the receiving side 

17 apparatus is carried out (See Downs Col. 1 1 Lines 40-48). 

18 Regarding claim 3, Downs and Park disclosed that the block of the content has an area to 

19 which control needed/unneeded information indicative of need/non-need control of the content is 

20 added, and in case that the control needed/unneeded information indicates need for control, the 

21 step of adding the first control information is performed (See Downs Col. 21 Lines 23-42). 
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1 Regarding claims 4, 11, 15, 18, 21, and 23, Downs and Park disclosed falsification 

2 detection information adding processor for adding falsification detection needed/unneeded 

3 information and falsification detection information for performing the falsification detection to 

4 the block, wherein the block of the content transmitted from the transmitting side apparatus to 

5 the receiving side apparatus has an area to which the falsification detection needed/unneeded 

6 information indicative of need/non-need content is added (See Downs Col. 7 Paragraph 2, Col. 

7 13 Lines 48-62, and Col. 16 Steps 408-418); and a falsification detection processor for stopping, 

8 in case that a falsification of the content is detected by the falsification detection 

9 needed/unneeded information and the falsification detection information added to the content 

10 transmitted from the transmitting side apparatus to the receiving side apparatus, the process 

1 1 corresponding to the process designation and applied to the block of the content, and transmitting 

12 information concerning the falsification to the transmitting side apparatus or a third party (See 

13 Downs Col. 16 Steps 408-418). 

14 Regarding claim 5, Downs and Park disclosed detecting illegality to the received content 

15 on the receiving side apparatus, and in case that illegality is detected, a step of stopping the 

16 process corresponding to the process designation and applied to the block of the content, and 

17 notifying information concerning the illegality to the transmitting side apparatus or a third party 

18 (See Downs Col 16 Step 416). 

19 Regarding claim 6, Downs and Park disclosed that in case that the condition specified by 

20 the second control information to apply the process corresponding to the process designation to 

21 the content satisfies the condition specified by the first control information to permit the process 

22 corresponding to the process designation, in case that a falsification of the content is detected by 
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1 information and the falsification detection information added to the received content, or when 

2 modification or loss of the first control information added to the content or the second control 

3 information stored in the receiving side apparatus are detected, detection of illegality is 

4 determined on the receiving side apparatus (See Downs Col. 16 Step 416 and the rejection of 

5 claim 1 above). 

6 Regarding claim 7, Downs and Park disclosed that the information to be notified includes 

7 any one or more of pieces of information concerning the falsification of the content, the 

8 modification of the first control information, the modification of the second control information 

9 stored the receiving side apparatus, the received process designation, the content, transmitting 

10 side apparatus, and receiving side apparatus (See Downs Col. 77 Lines 44-47). 

1 1 Regarding claims 12, 19, and 24, Downs and Park disclosed adding history information 

12 indicative of the process substance applied to the block of the content (See Downs Col. 21 Lines 

13 57-60 and the rejection of claim 1 above); and in case of the history information contradictory to 

14 the conditions of the first control information, stopping the process applied to the block of the 

15 content, and notifying information concerning the process which includes any one or more of 

16 pieces of information concerning the contents, the transmission source and the reception source, 

17 transmitting side or the third party (See Downs Col! 1 1 Lines 43-48). 

18 Regarding claim 25, Downs disclosed that the second information stored in the receiving 

19 side apparatus is information acquired by the receiving side apparatus from the transmitting side 

20 apparatus or a third party (See Downs Col. 21 Lines 30-36 and the rejection of claim 1 above). 
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1 Regarding claim 26, Downs disclosed that the information acquired by the receiving side 

2 apparatus is information acquired concomitantly with authentication with the transmitting side 

3 apparatus or the third party (See Downs Col. 22 Lines 39-52 and the rejection of claim 1 above). 
4 

5 Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over the combination of 

6 Downs and Park as applied to claim 7 above, and further in view of Gross et al. (US Patent 

7 Number 6,372,974) hereinafter referred to as Gross. 

8 Downs and Park disclosed adding history information to the content and stopping 



9 playback of the content if the history information did not satisfy the conditions of usage (See the 

10 rejection of claim 12 above, but failed to disclose that the content could be sent from one device 

11 to another. 



12 Gross teaches that content devices should be able to share content directly with one 

13 another (See Gross Col. 1 Line 17 - Col. 2 Line 2). 

14 It would have been obvious to the ordinary person skilled in the art at the time of 

1 5 invention to employ the teachings of Gross in the content distribution system of Downs and Park 

16 by allowing devices to share content directly without the need of contacting the content provider. 

17 This would have been obvious because the ordinary person skilled in the art would have been 

1 8 motivated to allow the second device to access the content in the event that the content provider 

19 is unavailable. 

20 Conclusion 

21 Claims 1-26 have been rejected. 



Application/Control Number: 10/066,713 Page 15 



Art Unit: 2131 

1 The prior art made of record and not relied upon is considered pertinent to applicant's 

2 disclosure. 

3 a. Matsumoto et al. (US Patent Number 6,370,3 19) disclosed a system in which a 

4 watermark was detected in content, and based on the watermark content control 

5 information was added to the content. Then the content was recorded to a disc and upon 

6 attempting to use the disc the content control information was checked for compliancy. 

7 b. Komuro et al. (US Patent Number 6,622,249) disclosed a system in which copy 

8 control information was detected in content and based on the control information copies 

9 could be made. Also the copy control information was updated upon copying. 

10 c. Fucarile et al. (US Patent Number 6,766,305) disclosed a system in which license 

1 1 information was embedded into content prior to transmitting the content to a user, and the 

12 embedded information was used to control the use of the content. 

13 d. Peinado et al. (US Patent Number 6,772,340) disclosed a system which stored a 

14 state information of a device, which was then used for comparison with licensing 

15 restrictions in order to determine whether certain processing of content was permitted. 

17 Any inquiry concerning this communication or earlier communications from the 

18 examiner should be directed to Matthew T. Henning whose telephone number is (571) 272-3790. 

19 The examiner can normally be reached on M-F 8-4. 

20 If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

21 supervisor, Ayaz Sheikh can be reached on (571) 272-3795. The fax phone number for the 

22 organization where this application or proceeding is assigned is 571-273-8300. 
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1 Information regarding the status of an application may be obtained from the Patent 

2 Application Information Retrieval (PAIR) system. Status information for published applications 

3 may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 

4 applications is available through Private PAIR only. For more information about the PAIR 

5 system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 

6 system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 

7 like assistance from a USPTO Customer Service Representative or access to the automated 

8 information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

9 
10 
11 
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